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Claim Rejections - 35 USC § 112 


The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

1. Claim 1 is rejected under 35 U.S.C. 112, first paragraph, as based on a disclosure which 
is not enabling. The phrase "converted telephone number form of said telephone number" on 
Line 22 critical or essential to the practice of the invention, but not included in the claim(s) is not 
enabled by the disclosure. See In re Mayhew, 527 F.2d 1229, 188 USPQ 356 (CCPA 1976). The 
phrase "converted telephone number form of said telephone number" is different from what the 
specification disclosed on Line 22 Page 3. See Examiner's Interpretation below. 

2. Claims 2, 3, 7, 17 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The term "application unit" is confusing as if it refers to the "first 
application" or the "second application". 


3. Claims 2-5, 17 recite the limitation "persistence storage unit" in claim 1. There is 
insufficient antecedent basis for this limitation in the claim. 
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4. Regarding claim 8, the term "other" (line 17 page 13) renders the claim(s) indefinite 
because the claim(s) include(s) elements not actually disclosed (those encompassed by "other"), 
thereby rendering the scope of the claim(s) unascertainable. See MPEP § 2173.05(d). 

5. Claim 32 is rejected under 35 U.S.C. 112, first paragraph, because the specification, 
while being enabling for "first identifying information is a pronunciation of the new contact's 
name" in claim 30, does not reasonably provide enablement for "first identifying information is a 
telephone number of the new contact" in claim 32. The specification does not enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to enable the 
invention commensurate in scope with these claims. The claims 30 and 32 both depend on the 
claim 29 however with contradicting limitations. See Examiner's Interpretation below. 


Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 
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The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) do not apply to the examination of this application as the application being examined 
was not (1) filed on or after November 29, 2000, or (2) voluntarily published under 35 U.S.C. 
122(b). Therefore, this application is examined under 35 U.S.C. 102(e) prior to the amendment 
by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 

6. Claims 1, 7, 9, 12, 13, 15, 17, 19-21, 23-33, 35-38, and 40-43 are rejected under 35 
U.S.C. 102(e) as being anticipated by Shaffer et al (US-PAT-NO: 6,381,324). 
For claims 1, 9, 29, and 36, regarding a first application unit to host a telephone network-based 
system, Shaffer et al teach on item 213 Fig. 2 call processing center. The call processing center 
of Shaffer et al is the claimed telephone network-based system. It is inherent that there must be 
an application (the. claimed first application) to host the telephone network-based system. 
Regarding a second application unit programmed to present the user with contact data obtained 
via the electronic network, thereby assisting the user in selecting at least a portion of said contact 
data for entry into the personal address book, Shaffer et al teach on item 202 Fig. 2 calling 
location A. It is inherent that there must be an application (the claimed second application) to 
present the user (by computer or FAX or telephone of item 202) with contact information. 
Regarding a voice response unit to route a user-initiated call into said system, to said second 
application unit, Shaffer et al teach on item 214 Fig. 2 VRU. Regarding a recognition server 
comprising an automatic speech recognizer for conversion to text form of a verbalized form of at 
least one new contact name forming part of said user-initiated call, Shaffer et al teach on Column 
55 Line 46 capturing the first party identifier comprises capturing information from a voice 
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recognition unit. Shaffer et al also teach on Column 21 Line 9 by starting with a name and 
address one could determine the telephone number(s) for that address. Regarding a storage unit, 
which stores at least one textual directory for loading into said recognition server, Shaffer et al 
teach on Column 21 Line 11a directory assistance type of application. It is inherent that there 
must be a storage unit to store the directory information. It is also inherent that the directory 
information is textual information. Regarding a comparison unit for comparing said converted 
text form with a text entry in said at least one textual directory, Shaffer et al teach on item 612 
Fig. 12 "compare LERG_LISY(K) to DPV_TELE #". The "DPVTELE #" of Shaffer is the 
claimed "converted text form". The "LERGLISY(K)" of Shaffer is the claimed "text entry". 
Regarding a textual directory unit for searching the electronic network to locate said contact data 
based said converted telephone number form of said telephone number, such that said selected 
contact data is inserted in the personal address book associated with the user, Shaffer et al teach 
on Column 21 Line 1 1 a directory assistance type of application. The directory of Shaffer is the 
claimed textual directory. Shaffer et al also teach on Column 14 Line 46 the captured telephone 
number and .... That updates the master table. The "update" of Shaffer is the claimed "inserted". 
The master table of Shaffer et al is the claimed "personal address book". 

Regarding claim 7, Shaffer et al teach on item 213 Fig. 2 call processing center (the claimed 
application) and item 23 1 Fig. 2 remote database location (the claimed storage unit). 


Regarding claim 12, Shaffer et al teach on item 205 Fig. 2 the calling into the system by the user. 
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Regarding claim 13, Shaffer et al teach on item 214 Fig. 2 VRU. It is inherent that the VRU must 
route the call to the system. 

Regarding claim 15, Shaffer et al teach on ABSTRACT "the VRU to speak selected retrieved 
information to the caller". The "speak" of Shaffer et al reads on the claimed "vocalized". The 
"retrieved information" of Shaffer et al is the claimed "number". 

Regarding claim 17, Shaffer et al teach on item 214 Fig. 2 VRU. It is inherent that the textual 
directory must be loaded by the application (item 213 Fig. 2 of Shaffer et al) from the storage 
unit (item 23 1 Fig. 2 of Shaffer et al) to the recognition server in order to be presented to the user 
at item 202 Fig. 2 of Shaffer et al. 

Regarding claim 19, Shaffer et al teach on ABSTRACT "needs to be verified by the caller. The 
"to be verified by the caller" is the claimed "user to approve". It is inherent that the user must 
approve the name when verifying the retrieved information (telephone number of Shaffer et al; 
see Column 24 Line 10) that associates with the name. 

Regarding claim 20, Shaffer et al teach on item 207 Fig. 202 computer. It is inherent that the user 
must approve textual data when the retrieved information is presented to the user on the 
computer. 
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Regarding claim 21, Shaffer et al teach on item 242 Fig. 2 Internet Server. 

Regarding claim 23, Shaffer et al teach on Column 21 Line 11a directory assistance type of 
application. It is inherent that there must be a directory server. 

Regarding claim 24, it is inherent that the textual directory of Shaffer's system is a (computer) 
file. 

Regarding claim 25, Shaffer et al teach on item 231 Fig. 2 database. It is inherent that the 
database of Shaffer et al is the claimed virtual memory source. 

Regarding claim 26, Shaffer et al teach on item 231 Fig. 2 database. It is inherent that the 
database is the claimed management system. 

Regarding claim 27, Shaffer et al teach on Column 21 Line determine the telephone number(s) 
for that address and the other individuals living at that address. It is inherent that the names of 
other individuals must be transferred by the system from the storage unit to ASR as a 
transcription. 
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Regarding claim 28, Shaffer et al teach on Column 12 Line 28 connects the caller to the closest 
servicing location or the one selected by the caller. It is inherent that there must be at least two 
versions of matching name found to be selected by the user. 

Regarding claims 30 and 41, Shaffer et al teach on Column 21 Line 1 1 other individuals. The 
other individuals of Shaffer et al is the claimed "contact's name". It is inherent that the contact 
name is a pronunciation when the VRU is used to present the retrieved information. 

Regarding claims 31 and 37, Shaffer et al teach on Column 55 Line 46 capturing the first party 
identifier comprises capturing information from a voice recognition unit. The voice recognition 
unit of Shaffer et al is the claimed speech recognizer. The "first party identifier" of Shaffer et al 
is the claimed "recorded pronunciation". 

Regarding claims 32 and 42, Shaffer et al teach on Column 21 Line 10 determine the telephone 
number(s). 

Regarding claims 33, 38, and 43, it is inherent that the name retrieved from the database (the 
claimed text name) must be processed by the speech recognizer (Column 55 Line 46) before it 
can be presented to the user at item 205 Fig. 2 of Shaffer et al. 

Regarding claims 35 and 40, Shaffer et al teach on item 840 Fig. 18C "compare 

MT REC PHONE to DPU_LIST(l)_PHONE". The "compare" of Shaffer et al is the claimed 
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"verify". The MT_REC_PHONE of Shaffer et al is the claimed "stored selected entry". The 
"DPU_LIST(l)_PHONE" is the claimed "new contact". 


Claim Rejections - 35 USC§103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shaffer et al as 
applied to claim 1 above, and in view of S. Shaffer et al (US-PAT-NO: 5,950,165; herein 
referred as S_Shaffer). Shaffer et al failed to teach said application unit, said voice response unit, 
said recognition unit and said persistence storage unit are each hosted on different physical units. 
However, S_Shaffer et al teach on Fig. 1 application unit (item 102 Fig. 1 of S_Shaffer et al), 
voice response unit, recognition unit, and storage unit (item 106 Fig. 2 of S_Shaffer) are hosted 
on different physical units. It would have been obvious to one skilled at the time the invention 
was made to modify Shaffer et al to have said application unit, said voice response unit, said 
recognition unit and said persistence storage unit are each hosted on different physical units as 
taught by S_Shaffer et al such that the modified system of Shaffer would be able to support the 
different physical units to the system users. 
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Regarding claim 3, Shaffer et al failed to teach said application unit, said voice response unit, 
said recognition unit and said persistence storage unit are each hosted on the same physical units. 
However, S_Shaffer et al teach on Fig. 1 the said application unit, said voice response unit, said 
recognition unit and said persistence storage unit are each hosted on the same physical units 
(item 100 Fig. 1 of SjShaffer). It would have been obvious to one skilled at the time the 
invention was made to modify Shaffer et al to have said application unit, said voice response 
unit, said recognition unit and said persistence storage unit are each hosted on the same physical 
units as taught by S_Shaffer et al such that the modified system of Shaffer would be able to 
support the same physical units to the system users. 

Regarding claim 4, Shaffer et al failed to teach two of the group comprising the said application 
unit, said voice response unit, said recognition unit and said persistence storage unit are hosted 
on different physical units. However, S_Shaffer et al teach on Fig. 1 the said application unit, 
said voice response unit, said recognition unit and said persistence storage unit are hosted on 
different physical units, it is inherent that the configurations of Fig. 1 of S_Shaffer et al can be 
duplicated for a second group as described by Fig. 2A of the disclosed specification. The second 
group of S_Shaffer's system reads the claimed "two of the group". It would have been obvious 
to one skilled at the time the invention was made to modify Shaffer et al to have two of the group 
comprising the said application unit, said voice response unit, said recognition unit and said 
persistence storage unit are hosted on different physical units as taught by S_Shaffer et al such 
that the modified system of Shaffer would be able to support the two of the group units to the 
system users. 
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Regarding claim 5, Shaffer et al failed to teach three of the group comprising the said application 
unit, said voice response unit, said recognition unit and said persistence storage unit are hosted 
on different physical units. However, S_Shaffer et al teach on Fig. 1 the said application unit, 
said voice response unit, said recognition unit and said persistence storage unit are hosted on 
different physical units. It is inherent that the configurations of Fig. 1 of S_Shaffer et al can be 
duplicated for a third group as described by Fig. 2A of the disclosed specification. The third 
group of S_Shaffer's system reads the claimed "two of the group". It would have been obvious 
to one skilled at the time the invention was made to modify Shaffer et al to have three of the 
group comprising the said application unit, said voice response unit, said recognition unit and 
said persistence storage unit are hosted on different physical units as taught by S_Shaffer et al 
such that the modified system of Shaffer would be able to support the three of the group units to 
the system users. 

8. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shaffer et al as 
applied to claim 1 above, and in view of Skladman et al (US-PAT-NO: 6,438,215). Shaffer et al 
failed to teach a firewall. However, Skladman et al teach on item 71 Fig. la firewall server. It 
would have been obvious to one skilled at the time the invention was made to modify Shaffer et 
al to have a firewall as taught by Skladman et al such that the modified system of Shaffer would 
be able to support the firewall to the system users. 
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9. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shaffer et al as 
applied to claim 1 above, and in view of Porter (US-PAT-NO: 6,282,270). Shaffer et al failed to 
teach telephone network is comprised of at least one element each from the group including El 
components, Tl components, voice over Internet protocol components and any other telephony 
connection. However, Porter teaches on Column 4 Line 43 Tl or El digital trunk. It would have 
been obvious to one skilled at the time the invention was made to modify Shaffer et al to have 
telephone network is comprised of at least one element each from the group including El 
components, Tl components, voice over Internet protocol components and any other telephony 
connection as taught by Porter such that the modified system of Shaffer would be able to support 
the Tl and El to the system users. 

10. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shaffer et al as 
applied to claim 1 above, and in view of Cheston et al (US-PAT-NO: 6,330,308). 
Regarding claim 10, Shaffer et al failed to teach recording of the pronunciation comprises 
recording of the name and the number of the new contact. However, Cheston et al teach on 
Column 3 Line 63 the PED provides subscribers the ability to store names and numbers through 
audio signals which are preferably the subscriber's voice. The "store" of Cheston et al is the 
claimed "recording". It would have been obvious to one skilled at the time the invention was 
made to modify Shaffer et al to have recording of the pronunciation comprises recording of the 
name and the number of the new contact as taught by Cheston et al such that the modified system 
of Shaffer would be able to support the recording of name and number to the system users. 
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Regarding claim 1 1, the modified Shaffer's system in view of Cheston as stated in claim 10 
above further failed to teach obtaining is from said recording of said pronunciation of said 
number. However, Cheston et al teach on Column 4 Line 3 the subscriber then may access his 
PED remotely from any DTMF telephone and have a requested name and number. The "access" 
of Cheston is the claimed "obtaining". It would have been obvious to one skilled at the time the 
invention was made to modify Shaffer and Cheston et al to have obtaining is from said recording 
of said pronunciation of said number as taught by Cheston et al such that the modified system of 
Shaffer and Cheston would be able to support the obtaining from said recording to the system 
users. 

Regarding claim 16, Shaffer et al failed to teach the converting of said name and telephone 
number from speech to text form by said recognition server. However, Cheston et al teach on 
Column 3 Line 66 the PED subscriber accesses a voice response unit (VRU), and adds an entry 
by speaking the first four letters of the name to be stored followed by speaking the full name. It 
is inherent that the VRU must convert the name and telephone number from speech to text form. 
It would have been obvious to one skilled at the time the invention was made to modify Shaffer 
et al to have the converting of said name and telephone number from speech to text form by said 
recognition server as taught by Cheston et al such that the modified system of Shaffer would be 
able to support the converting to the system users. 

1 1 . Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shaffer et al as 
applied to claim 9 above, and in view of S. Shaffer et al (US-PAT-NO: 5,950,165). Shaffer et al 
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failed to teach obtaining is from a Web-based device coupled to the system, wherein said 
coupling is to a recognition server via an application unit. However, S_Shaffer et al teach on 
item 502 Fig. 5 computer system. The computer system of S_Shaffer et al is the claimed Web- 
based device. S_Shaffer et al also teach on items 518 and 508 of Fig. 5 voice recognition and 
application. It is inherent that the VRU must convert the name and telephone number from 
speech to text form. It would have been obvious to one skilled at the time the invention was 
made to modify Shaffer et al to have obtaining is from a Web-based device coupled to the 
system, wherein said coupling is to a recognition server via an application unit as taught by 
SJShaffer et al such that the modified system of Shaffer would be able to support the Web-based 
device to the system users. 

12. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shaffer et al as 
applied to claim 9 above, and in view of Swan et al (US-PAT-NO: 6,351,222). Shaffer et al 
failed to teach training said ASR based on said associated textual data. However, Swan et al 
teach on Column 1 Line 45 train the voice recognition software. The voice recognition software 
of Swan et al is the claimed ASR. It is inherent that textual data must be generated (as described 
by applicant's specification line 10-14 page 7) for training. It would have been obvious to one 
skilled at the time the invention was made to modify Shaffer et al to have the training said ASR 
based on said associated textual data as taught by Swan et al such that the modified system of 
Shaffer would be able to support the training to the system users. 
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13. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shaffer et al as 
applied to claim 9 above, and in view of Dauerer et al (US-PAT-NO: 6,31 1,177). Shaffer et al 
failed to teach the source of said at least one textual directory is an intranet. However, Dauerer et 
al teach on Column 1 Line 56 ability to access directories or databases. The directories or 
databases of Dauerer is the claimed textual directory. Dauerer et al also teach on Column 2 Line 
2 an intranet. It would have been obvious to one skilled at the time the invention was made to 
modify Shaffer et al to have the source of said at least one textual directory is an intranet as 
taught by Dauerer et al such that the modified system of Shaffer would be able to support the 
intranet to the system users. 

14. Claims 34 and 39 are rejected under 35 U.S.C. 103(a) as being unpatentable over Shaffer 
et al as applied to claim 33 above, and in view of Vysotsky et al (US-PAT-NO: 5,719,921). 
Shaffer et al failed to teach the selected entry is selected based on a match between the recorded 
pronunciation and the text name in the selected entry. However, Vysotsky et al teach on Column 
10 Line 37 the customer is played a confirmation message .... the recording of the name 

associated in the database to identify the name John in the received speech. The "name ... in 

the received speech" of Vysotsky is the claimed "recorded pronunciation". It is inherent that the 
"recording of the name associated in the database" must be the claimed text name when the name 
is stored in the database. It would have been obvious to one skilled at the time the invention was 
made to modify Shaffer et al to have the selected entry is selected based on a match between the 
recorded pronunciation and the text name in the selected entry as taught by Vysotsky et al such 
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that the modified system of Shaffer would be able to support the match between recorded 
pronunciation and the text name to the system users. 


15. The examiner interprets Line 22 Page 12 of claim 1 to be "said contact data based on the 
converted text form of said new contact name , such that . . ..with the user". 

16. The examiner interprets Line 1 Page 17 of claim 32 to be "wherein said second 
identifying information 


1 7. The prior art made of record and not replied upon is considered pertinent to applicant's 
disclosure. 

• Shi (US-PAT-NO: 6,438,524) teach method and apparatus for a voice controlled 
foreign language translation device. 

18. Any inquiry concerning this application and office action should be directed to the 
examiner Ming Chow whose telephone number is (703) 305-4817. The examiner can normally 


Examiner's Interpretation 


Conclusion 


* 



Application/Control Number: 09/774,088 


Page 17 


Art Unit: 2645 

be reached on Monday through Friday from 8:30 am to 5 pm. If attempts to reach the examiner 
by telephone are unsuccessful, the examiner's supervisor, Fan Tsang, can be reached on (703) 
305-4895. Any inquiry of a general mature or relating to the status of this application or 
proceeding should be directed to the Customer Service whose telephone number is (703) 306- 
0377. Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Or faxed to TC2600's Customer Service FAX Number 703-872-9314. 


Patent Examiner 


FAN TSANG 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 


Ming Chow 


Art Unit 2645 



